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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on August 
7, 2006 and September 13, 2006 have been entered. 

Claims 1, 2,4, 7-10, 12, 16, 17, 19, 23, 24, 26, 37, 39, and 42 have been 
amended. 

Claims 13-15, 20-22, 27-36, 38, and 40 have been cancelled. 

Claims 1-12, 16-19, 23-26, 37, 39, 41, and 42 are presented for examination. 

Response to Arguments 

2. Applicant's arguments filed August 7, 2006 have been fully considered but they 
are not persuasive. 

Regarding the rejection under 35 U.S.C. 101, Applicant argues: 

...The subject matter recited in amended claim 1 is not 
subjective and does not depend entirely on the person 
carrying out the invention. For example, the specification 
states: "Exemplary themes/issues may include: 'What 
themes/issues are repeated throughout the data set?'; What 
is the frequency of these themes/issues in the data set?'; 
'Are there details which further support these themes/issues 
in the data set?...." Contrary to the Office Action, a human 
does not subjectively determine a theme. Instead, a theme 
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is identified based on the collected and compiled responses. 
(Page 14 of Applicant's response) 

It is noted that the features upon which Applicant relies (i.e., "Exemplary 
themes/issues may include: What themes/issues are repeated throughout the data 
set?'; What is the frequency of these themes/issues in the data set?'; 'Are there details 
which further support these themes/issues in the data set?....") are not recited in claim 
1 . Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). Claim 6 does recite that an average data value is 
determined for a first and second set of quantitative questions and then a theme is 
determined based on a comparison of the determined average data values. While the 
determination of a value is an objective calculation, the determination of a theme based 
on a comparison of average data values is still subjective. The result of the claimed 
invention must be useful, concrete, and tangible. At best, a human user merely uses a 
computer to organize and present data so that the human user can yield a decision. As 
a matter of fact, claim 1 does not even require that a computer sort the compiled 
responses. Consequently, the metes and bounds of claim 1 could cover a scenario in 
which a human mentally sorts through the compiled responses to subjectively identify a 
theme. The claimed invention as a whole is effectively a system/method/computer 
program product used to facilitate consulting. Again, even though a computer and 
software may be used to organize and sort data, the human ultimately produces the 
core result of the invention. For example, starting on page 48 of the specification (or 
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paragraph 194 of the pre-grant publication of the instant application, PG 

2003/0004778), Applicant describes the intended level of human involvement in the 

claimed invention: 

[0194] A list of themes/issues would have been identified as results of the 
trend analysis step. These identified themes/issues are preferably organized 
into a descending order of frequency, e.g., from the highest frequency 
theme/issue to the lowest (step 807). This step is to be repeated for each of 
the data sets. The facilitator may attempt to discern any "natural break" in 
the themes/issues frequency. "Natural break" is defined as, for example, any 
indicated in the themes/issues that can be grouped together in a band of common 
frequency. 

[0195] Subsequent to or in parallel with the above step, the averages of 
responses to the quantitative questions are calculated. More specifically, 
there are ten (10) quantitative questions in the interview guide, and 
twenty-three (23) quantitative questions in the employee feedback sheet, as 
discussed above. The averages of the responses to the quantitative questions 
are then sorted in a descending order (step 809). This step is also performed 
on those customized questions which may require quantitative responses. The 
sorted average values may be referred as the quantitative data. 
[0196] In the next step, the quantitative data is compared with the rated data 
collected in relation with the questions in the individual interview guideline 
(step 811). For instance, an employee group may rate the (6) Communications 
question on the employee feedback sheet low while a management group may also 
rate their Communications question high. In another example, an employee group 
rated "Showing Full Appreciation" low while the management group rated the same 
question high. 

[0197] The next step is to compare quantitative results in order to qualitative 
results to determine whether the themes/issues compliment or contradict each 
other (step 813). An example of a contradiction is when the management team 
rated recognition as "above average" while the responses in the focus groups 
identified lack of appreciation as a frustration when answering qualitative 
questions. Another example pointing to a contradiction would be when employee 
groups rated "Personal Rapport" and "Accessibility" low on the employee 
feedback sheet while the management groups identified "Building Relationships" 
with employees as having no problem in the responses to the qualitative 
questions. 

[0198] Subsequently, the results of the above described steps 807, 811, and 
813, are analyzed in order to identify a certain number of themes/issues (e.g., 
5, 4-6, 2-8, etc.) in each data set (step 815). Themes/issues that appear 
consistently across all data sets are also identified. In addition, the 
facilitator determines whether or not these identified themes/issues have been 
mentioned in qualitative data in, for example, a high frequency. Furthermore, 
the themes/issued identified may also be compared against data collected in 
other types of data collection mechanisms, e.g., words & their meaning 
exercise, trust exercise, Gap analysis or the like. 
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[0199] The results of the above-step are compared with the responses to the 
question of "What one realistic and specific thing would you do to improve 
morale and employee satisfaction in the next 90-120 days?" posed in the focus 
group meetings (step 817). 

[0200] As the last step in the data analysis step, the results obtained above 
are summarized (step 819) in an executive summary report, with a detailed 
supplement report attached thereto. 

[0201] The executive summary may include information relating to one or more 
the following items. The first item identifies and discusses common 
themes/issues. The common themes/issues may include one or more of the 
following items to be discussed in a narrative format: a summary of basic 
assumptions management has on its staff and employees have of business; a 
summary of responses to "What's going right/improving?"; a summary of responses 
to "What's frustrating/disappointing?"; a summary of responses to "What one 
realistic/specific thing would you do in the next 90-120 days to improve 
employee morale and satisfaction?" The common themes may also include one or 
more of the following items to be discussed in a qualitative format: a summary 
of responses to "Is the organization a better, same, or worse place to work 
over the last 6 months?"; and a summary of responses to "Is senior management 
serious about improving employee satisfaction?" 

[0202] The second item in the executive summary identifies and discusses the 
results of the unique focus group meetings. The results of the unique focus 
group activities may include, for example, one or more of the following items 
to be discussed in a narrative format: a summary of responses in words and 
their meaning exercises; a summary of responses collected in the trust 
exercises; and a summary of the employee feedback sheet. The results of the 
unique focus group activities may include, for example, the following items to 
be discussed in a quantitative format; and a summary of responses to employee 
feedback select questions. 

[0203] The third item in the executive summary identifies and discusses the 
results of the unique individual interview activities. The results of the 
unique interview activities may include, for example, one or more of the 
following items to be discussed: a summary of responses to the rated questions 
(highest and lowest scoring averages); and a summary of responses to the rated 
questions with significant average score differences between in the response of 
the management team and the employee groups. 

[0204] The fourth item in the executive summary identifies and discusses the 
results of the key action areas. In this item, one or more of the following 
issues may be discussed: employee suggestions by action area from "one thing" 
exercise; and additional consultant recommendations based on best practices. 
[0205] The last item in the executive summary includes the recommended next 
steps. The next steps include, for example, two categories, namely, soak time 
questions and a next steps template. The next steps template will be described 
later in connection with FIG. 10. However, the following is a list of 
exemplary soak time questions. The facilitator may ask the members to consider 
answering the following exemplary questions individually and then as a member 
of a management team. 
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Even after sorting themes/issues based on a frequency, it is the facilitator who 
discerns any "natural break" in the frequency of themes/issues. There is no underlying 
objective methodology that would guarantee the same resulting analysis for various 
assessments of the same set of data. For example, even though a numerical average 
of responses to quantitative questions can- be calculated, a human still decides how to 
interpret this numerical average. A human also decides, without any consistently 
guaranteed methodology, a first action to implement. For the same issue, human user 
A might decide to take one course of action while human user B could opt for a totally 
different course of action. (Additionally, it should be noted that a selected course of 
action could be not to act at all (i.e., keep things running status quo).) Consequently, 
the metes and bounds of the claims are not clearly defined since the claim scope is 
predominantly dependent on the human user practicing the invention and his/her 
subjectivity. The specification does not clarify these issues; therefore, the rejections 
under 35 U.S.C. 112, 1 st and 2 nd paragraphs are maintained as well. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-12, 16-19, 23-26, 37, 39, 41, and 42 are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. 

Under the statutory requirement of 35 U.S.C. § 101, a claimed invention must 
produce a useful, concrete, and tangible result. For a claim to be useful , it must yield a 
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result that is specific, substantial, and credible (MPEP § 2107). A concrete result is one 
that is substantially repeatable, i.e., it produces substantially the same result over and 
over again (In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000)). 
In order to be tangible , a claimed invention must set forth a practical application that 
generates a real-world result, i.e., the claim must be more than a mere abstraction 
(Benson, 409 U.S. at 71-72, 175 USPQ at 676-77). (Please refer to the "Interim 
Guidelines for Examination of Patent Applications for Patent Subject Matter Eligibility" 
for further explanation of the statutory requirement of 35 U.S.C. § 101.) 

Claim 1 generates a result of "sorting the collected data to identify an effect of the 
implemented first action on the organization." As best understood by the examiner, 
while a computer may be used to consolidate data for analysis, the actual analysis is 
performed by a human. Consequently, the result yielded by claim 1 (e.g., assessment 
data) is subjective in nature and depends entirely on the person carrying out the 
invention. Such a result would not necessarily be specific, substantial, or credible 
because of the inconsistency of the result when repeating the recited method; therefore, 
claim 1 fails to produce a useful result. For similar reasons, the result of claim 1 is not 
substantially repeatable. The result may vary widely depending on who is practicing the 
recited method, his/her mood, etc. Additionally, this same assessment result is not 
manifested as a real-world one, thereby rendering it intangible or abstract. For 
example, the result may be nothing more than a decision made in the mind of a user 
without yielding any physical effect in the real world. 
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Similarly, any potentially significant analysis or data input is gleaned directly from 
human users, thereby rendering such analysis and data purely subjective. There is no 
manipulation of this analysis and data in a manner that yields consistent or meaningfully 
quantifiable results. While claims 6 and 7 recite that average data values for various 
sets of quantitative questions are determined and compared to further infer a theme, it 
is not clear that the averages of the data values for the question sets represent useful, 
concrete, and tangible quantitative values. Even if the average data values are 
quantitative in nature, it is not clear that an assessment of these average data values 
translates into results that are useful, concrete, and tangible. For example, the claimed 
invention is directed toward determining themes, but the specification implies that such 
a determination is made by a human. The average data values are not used in a 
repeatable methodology that provides consistent results when evaluating themes. 
Instead, a human would use subjectivity when gleaning information from the average 
data values. Additionally, looking at claim 4, it is still unclear who or what establishes 
the standards to determine whether or not communication between employees and 
managers are ineffectual. Without the specifics of the measures imparted by 
quantitative feedback and their limit to meaningful and useful values and corresponding 
analyses, related analyses are not useful, concrete, or tangible since the corresponding 
results are completely at the mercy of the subjectivity of a human user, which is not 
substantially repeatable. Therefore, claims 1-8, 41, and 42 are deemed to be non- 
statutory for failure to produce a useful, concrete, and tangible result. 
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Claims 16-19 and 37 recite method claims with limitations similar to those recited 
in claims 1-8, 41, and 42; therefore, the same rejections apply. 

Claims 9-12 and 39 recite apparatus claims with limitations similar to those 
recited in claims 1-8; therefore, the same rejections apply. Furthermore, claims 9-12 
and 39 are written in means-plus-function format. Looking toward the specification, it is 
not clear whether or not Applicant intended each means to correspond to a computer or 
human. Means-plus-function language requires corresponding structural limitations in 
the specification; however, the specification discloses that a human user performs much 
of the recited functionality. For example, does the computer actually determine a 
theme, an action corresponding to the determined theme, and an action assessment 
data reflecting an effect of the implemented action on the organization based on 
collected data or does the computer merely sort and present the data to then allow a 
human user to perform the recited analysis (claim 9)? Looking toward the specification, 
it appears that the human user is actively performing the recited analysis while a 
computer merely assists in organizing the data needed to make related decisions. 
Consequently (and as discussed above), the subjective nature of the analysis renders 
any claimed results non-statutory for failure to be useful, concrete, and tangible. 

Claims 23-26 recite a system comprising a computer program product with 
limitations similar to those recited in claims 1-12, 39, 41 , and 42; therefore, the same 
rejections apply. Please note that the issues of which steps are actually meant to be 
performed by a computer versus a human (raised more explicitly in claims 9-12 and 39) 
are especially pertinent to the discussion of claims 23-26. Consequently (and as 
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discussed above), the subjective nature of the analysis renders any claimed results 
non-statutory for failure to be useful, concrete, and tangible. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1-12, 16-19, 23-26, 37, 39, 41, and 42 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

As discussed in the rejection under 35 U.S.C. § 101, claims 1-12, 16-19, 23-26, 
37, 39, 41 , and 42 do not produce a useful, concrete, and tangible result. Since the 
claimed results are predominantly dependent on human subjectivity, the results of the 
claimed invention cannot be substantially repeated. Consequently, the Examiner 
submits that one of ordinary skill in the art would not be enabled to consistently make 
and/or use the claimed invention as intended by Applicant without undue 
experimentation. 



7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-12, 16-19, 23-26, 37, 39, 41, and 42 are rejected under 35 U.S.C. 112, 

second paragraph, as being indefinite for failing to particularly point out and distinctly 

claim the subject matter which applicant regards as the invention. 

Claim 1 generates a result of "sorting the collected data to identify an effect of the 
implemented first action on the organization." As best understood by the examiner, 
while a computer may be used to consolidate data for analysis, the actual analysis is 
performed by a human. Consequently, the result yielded by claim 1 (e.g., assessment 
data) is subjective in nature and depends entirely on the person carrying out the 
invention, thereby rendering the scope of the recited determining and analysis steps 
unclear. To what extent is a computer involved, if at all? Does a human merely make 
an arbitrary and subjective decision in his/her own mind? 

Similarly, any potentially significant analysis or data input is gleaned directly from 
human users, thereby rendering such analysis and data purely subjective. There is no 
manipulation of this analysis and data in a manner that yields consistent or meaningfully 
quantifiable results. While claims 6 and 7 recite that average data values for various 
sets of quantitative questions are determined and compared to further infer a theme, it 
is not clear that the averages of the data values for the question sets represent useful, 
concrete, and tangible quantitative values, thereby rendering these claims vague and 
indefinite. Even if the average data values are quantitative in nature, it is not clear that 
an assessment of these average data values translates into results that are useful, 
concrete, and tangible. For example, the claimed invention is directed toward 
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determining themes, but the specification implies that such a determination is made by 
a human. The average data values are not used in a repeatable methodology that 
provides consistent results when evaluating themes. Instead, a human would use 
subjectivity when gleaning information from the average data values. Additionally, 
looking at claim 4, it is still unclear who or what establishes the standards to determine 
whether or not communication between employees and managers are ineffectual. 

Claims 16-19 and 37 recite method claims with limitations similar to those recited 
in claims 1-8, 41 , and 42; therefore, the same rejections apply. 

Claims 9-12 and 39 recite apparatus claims with limitations similar to those 
recited in claims 1-8, 41 , and 42; therefore, the same rejections apply. Furthermore, 
claims 9-12 and 39 are written in means-plus-function format. Looking toward the 
specification, it is not clear whether or not Applicant intended each means to correspond 
to a computer or human. Means-plus-function language requires corresponding 
structural limitations in the specification; however, the specification discloses that a 
human user performs much of the recited functionality. For example, does the 
computer actually determine a theme, an action corresponding to the determined 
theme, and an action assessment data reflecting an effect of the implemented action on 
the organization based on collected data or does the computer merely sort and present 
the data to then allow a human user to perform the recited analysis (claim 9)? Looking 
toward the specification, it appears that the human user is actively performing the 
recited analysis while a computer merely assists in organizing the data needed to make 
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related decisions; however, a human cannot qualify an "means" since there is no 
structure attributable to a human in conformance with 35 U.S.C. § 1 12, 6 th paragraph. 

Claims 23-26 recite a system comprising a computer program product with 
limitations similar to those recited in claims 1-12, 39, 41, and 42; therefore, the same 
rejections apply. Please note that the issues of which steps are actually meant to be 
performed by a computer versus a human (raised more explicitly in claims 9-12 and 39) 
are especially pertinent to the discussion of claims 23-26. 

Appropriate correction and/or clarification is required. 

Because claims 1-12, 16-19, 23-26, 37, 39, 41, and 42 are so indefinite, no art 
rejection is warranted as substantial guesswork would be involved in determining the 
scope and content of these claims. See In re Steele, 305 F.2d 859, 134 USPQ 292 
(CCPA 1962); Ex parte Brummer, 12 USPQ 2d, 1653, 1655 (BdPatApp&lnt 1989); and 
also In re Wilson, 424 F.2d 1382, 165 USPQ 494 (CCPA 1970). Prior art pertinent to 
the disclosed invention has nevertheless been cited and applicants are reminded they 
must consider all cited art under Rule 111(c) when amending the claims to conform with 
35 U.S.C. 112 and 101. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 8 am - 4:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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